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Car ol e Gar ber

Bef ore Seeherman, Quinn, and Drost, Adnm nistrative
Trademar k Judges.

By the Board:

Nougat London Ltd. has petitioned to cancel

Regi stration No. 2,448,393 for the mark NOUGAT for “nmen's
clothing, nanmely, suits, sweaters, ties, underwear,

j ackets, coats and belts; wonen's clothing, nanely,
dresses, skirts, jackets, pants, t-shirts, sweatshirts,
coats and sweaters; children's clothing, nanely, dresses,
sweaters, coats, jackets and pajamas”. The registration
i ssued May 1, 2001 from an application filed by Carole
Garber, an individual and citizen of Canada, on August 2,

1999 based on applicant’s assertion of a bona fide
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intention to use the mark in conmerce. A Statement of
Use was filed on Novenber 29, 2000, claimng a date of
first use in commerce between the United States and
Canada of August 13, 2000.

In its amended petition to cancel?!, petitioner
asserts that it is a United Kingdom cl ot hi ng manufacturer
whi ch has used the mark NOUGAT for clothing since |ong
prior to the filing date of the application which matured
into Registration No. 2,448,393; that on May 2, 2002,
petitioner filed application Serial No. 76/403784 for
registration of the mark NOUGAT for, anpng ot her things,
clothing, based on its assertion of a bona fide intention
to use the mark in comerce; that at all relevant tines
Carol e Garber was petitioner’s Canadi an distributor of
petitioner’s clothing bearing petitioner’s NOUGAT nark;
that petitioner did not consent to Garber’s U.S.
registration of petitioner’s NOUGAT mark; that Garber was
not the owner of the NOUGAT nmark as alleged in the
application which matured into Registration No.

2,448,393; that Garber has not used the mark as all eged
in her Statement of Use filed Novenber 29, 2000; that

Garber knowi ngly falsely alleged her ownership of the

! On Decenber 4, 2002, the Board granted petitioner’s notion to
file an anended petition to cancel which added petitioner’s
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NOUGAT mark in the application which matured into
Regi stration No. 2,448,393 with intent to deceive the U.
S. Patent and Trademark Office in order to obtain the

regi stration; that

cl ai m of ownership of pending application Serial No.76/403784,
filed May 2, 2002.
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Garber knowi ngly falsely alleged use in comrerce of the
NOUGAT mark in the application which matured into

Regi stration No. 2,448,393 with intent to deceive the U
S. Patent and Trademark Office in order to obtain the
registration; that Registration No. 2,448,393 is void ab
initio because Garber was not the owner of the mark at
the tinme the application which matured into that
registration was filed; that Registration No. 2,448, 393
is void ab initio because Garber has not used the mark at
any relevant tinme; that Registration No. 2,448, 393 was
fraudul ently obtained by virtue of Garber’s know ngly
fal se all egations of ownership of the NOUGAT mark; that
Regi stration No. 2,448,393 was fraudul ently obtained by
virtue of Garber’s know ngly false allegations of use of
t he NOUGAT mark; and that continued registration wil
damage petitioner because petitioner cannot use its
NOUGAT mark wi t hout concern over |itigation and because
the registration is likely to result in a refusal to
regi ster petitioner’s pending application.

On Decenber 10, 2002, respondent filed her answer
denying the salient allegations of the anmended petition
to cancel.

This case now comes up on petitioner's notion for

summary judgnent on the ground that respondent commtted
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fraud in the filing of the Statenment of Use, and on the
ground that respondent has not used the mark in commerce.
To succeed on such a notion, the party noving for sunmary
j udgnment nust show the absence of any genuine issue of
mat erial fact, and that it is entitled to judgnent as a
matter of law. See Fed. R. Civ. P. 56(c); and Cel otex
Corp. v. Catrett, 477 U.S. 317, 106 S. Ct. 2548 (1986).
The evidence nust be viewed in a |light favorable to the
non-novant, and all justifiable inferences are to be
drawn in the non-novant's favor. See Lloyd' s Food
Products Inc. v. Eli's Inc., 987 F.2d 766, 25 USPQ@d 2027
(Fed. Cir. 1993); Opryland USA Inc. v. Great Anerican
Musi ¢ Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir.
1992); dde Tynme Foods Inc. v. Roundy's Inc., 961 F.2d
200, 22 USPQ2d 1542 (Fed. Cir. 1992).

There is no genuine issue that petitioner has
standing. Petitioner has made of record a copy of its
pl eaded application (Exhibit F to petitioner’s notion for
sunmary judgnent). Thus, petitioner has shown that it is
not a nere interneddler. See Richie v. Sinpson, 170 F. 3d
1092, 50 USPQ2d 1023 (Fed. Cir. 1999); Lipton Industries,
Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185

( CCPA 1982).
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Respondent asserts that petitioner |acks standing to
bring this action, arguing in its Opposition to

Petitioner’s Mdtion for Sunmmary Judgnent, page 7:

The goods with which petitioner has
stated under oath it has a bona fide
intention of using the mark NOUGAT
enconpasses not only goods wi th which
there is a |likelihood of confusion
with the goods in Reg. No. 2,448, 393
but goods that have not hi ng what soever
to do with clothing ...It is apparent
that this I TU application was fil ed
for the express purpose of attenpting
to obtain standing. Because it is

i nherently unlikely that the

decl arati on contained in the
application is true, or that applicant
does have such a bona fide intention,
it is submtted that it would
constitute an inmposition on this Board
shoul d the application be considered
to confer standing on petitioner.

Respondent contends that petitioner’s application to
register its NOUGAT mark cannot confer standing because
petitioner cannot have a bona fide intention of using the
mar k NOUGAT wi th both the clothing and non-cl ot hi ng goods
listed in petitioner’s application. Respondent has
provi ded no support for its assertion, and therefore we
do not consider it to have raised a genuine issue of
material fact.

Turning to the pleaded ground of fraud, petitioner

asserts that no genuine issue of material fact renmains
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for trial and that petitioner is entitled to judgnment as
a matter of law. Specifically, petitioner asserts that
respondent’ s di scovery responses unequivocally
denonstrate that at the time respondent filed her
St atenent of Use respondent’s use of the mark was |imted
to a single sale of wonen’s skirts; and that respondent’s
St atement of Use was therefore fraudul ent insofar as it
all eged use of the mark in comerce on a range of
clothing items with which respondent had not used its
mark in comerce. Petitioner’s notion is supported by
t he declaration of Stephen Toff, Managing Director of
petitioner, and acconpanying exhibits.

| n opposing entry of summary judgnent for petitioner
on the ground of fraud, respondent does not dispute that
at the tinme she filed her November 29, 2000 Statenent of
Use her use of the mark in commerce was limted to a
singl e August 13, 2000 sale of women’s skirts.? |nstead,
respondent alleges that the Statenment of Use was not
fraudul ent because of the specific wording used in the

statenment. Specifically, respondent asserts that she did

2 Respondent states (Opposition to Petitioner’s Mtion for
Summary Judgment, page 5) that “Obviously, there were three
separate and di stinct sales made by [respondent]: (1) the sale
on which the Statenment of Use is based, nade on August 13, 2000,
(2) the sale that preceded the invoice dated Septenber 18, 2002,
and (3) the sale that preceded the invoice dated Cctober 11,
2003.”
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not say that the mark was being used on all of the goods
identified in the Notice of Allowance, but that her
statenment said only that “Applicant is using the mark in
comrerce between the United States and Canada in
connection with goods identified in the Notice of
Al | owance”. Respondent further alleges (Opposition to
Petitioner’s Mdtion for Summary Judgnment, page 9):

Of course applicant recogni zed that

she was not using the mark with the

goods set forth in the Notice of

Al |l owance. So, she did not say in the

SQU that she was using the mark in

connection with the goods, just

“goods,” i.e. one or nore of the

goods.
Respondent’s opposition is supported by her declaration,
and acconpanyi ng exhi bits.

In order to prevail on a claimof fraud in procuring

a trademark registration, petitioner nust plead and prove
t hat respondent knowi ngly made "fal se, materi al
representations of fact in connection with [its]
application.”™ Torres v. Cantine Torresella S.r.|1., 808
F.2d 46, 1 USPQ2d 1483, 1484 (Fed. Cir. 1986). To
constitute fraud on the U.S. Patent and Trademark Office,
a statenment nust be (1) false, (2) nade know ngly, and

(3) a material representation. The charge of fraud upon

the OFfice nmust be established by clear and convi ncing
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evi dence. See G ant Food, Inc. v. Standard Terry MIIs,
Inc., 229 USPQ 955 (TTAB 1986).

There is no genuine issue that at the tine
respondent filed her Statement of Use she had not nade
use of her mark on all of the goods listed in the Notice
of Al'l owance, and that she knew she had not nade such
use. In fact, there is no genuine issue that at the tine
respondent filed her Statement of Use the only goods on
whi ch she had used her mark in comrerce were wonen’s
skirts.

Nor is there a genuine issue that the verified
statenents nade in a Statenment of Use are material to the
i ssuance of a registration. An application based on
intent-to-use will not issue as a registration until a
St atenment of Use has been filed. Moreover, Trademark
Rul e 2.88(c) provides that the Statenment of Use may be
filed only when the applicant has made use of the mark in
conmerce on or in connection with all of the goods or
services, as specified in the Notice of Allowance, for
whi ch applicant will seek registration in that
application, unless the Statenment of Use is acconpanied
by a request to divide out fromthe application the goods

or services to which the Statenment of Use pertains.
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Thus, it is clear that an intent-to-use application
wi Il be approved for registration for all the goods
listed in the Notice of Allowance only if the applicant
has used the mark in commerce in connection with all of
such goods and services. Clearly, statenments regarding
the use of the mark on goods are material to issuance of
the registration. See First International Services Corp.
v. Chuckles Inc., 5 USPQ2d 1628 (TTAB 1988) (fraud found
in applicant’s filing of application with verified
statenment that the mark was in use on a range of personal
care products when applicant knew it was in use only on
shanpoo and hair setting lotion); see also Torres v.
Cantine Torresella S.r.l., supra, at 49 (fraud found in
regi strant’s subm ssion of renewal application stating
the mark was in use on wi ne, vernmouth, and chanpagne when
registrant knew it was in use only on w ne).

The gi st of respondent’s opposition to the notion
for summary judgment is respondent’s assertion that the
statenments in her verified Statenment of Use were not
fal se. As noted above, respondent clainms that her
Statenment of Use was not false because she did not assert
t hat she was using her mark on the goods listed in the
Notice of Allowance, but only on goods listed in the

Noti ce of All owance.

10
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Trademark Act Section 1(d)(1) states (enphasis

added) :

Wthin six nonths after the date on
whi ch the Notice of Allowance with
respect to a mark is issued under
section 13(b)(2) to an applicant under
subsection (b) of this section, the
applicant shall file in the Patent and
Trademark Office, together with such
nunber of specimens or facsinles of
the mark as used in comerce as nmay be
required by the Director and paynent
of the prescribed fee, a verified
statenent that the mark is in use in
commerce and specifying the date of
the applicant’s first use of the mark
in commerce, and those goods or
services specified in the Notice of

Al | owance on or in connection with
which the mark is used in comrerce.

15 U.S.C. Section 1(d)(1). Section 1109.13 of the
Trademar k Manual of Exam ning Procedure (3rd ed.

2002) (“TMEP”) provides that “The Statenment of Use nust
either list or incorporate by reference the

goods/ services specified in the Notice of Allowance on or
in connection with which the mark is in use in commerce ...
To incorporate the goods/services by reference, the
applicant may state that the mark is in use on ‘those
goods/services identified in the Notice of Allowance’ or
‘those goods/services identified in the Notice of

Al | owance except...[followed by an identification of the

goods/services to be deleted].’”

11
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It is clear fromrespondent’s statenments that she
del i berately omtted the word “the” in order to m sl ead
the Ofice into believing that she had used her mark in
commerce on all of the goods |listed on the Notice of
Al | owance when in fact she had not. Suffice it to say,
the requirements of the Trademark Act and the Trademark
Rul es do not permt such semantic games. The provisions
of the Trademark Act, the Rules, and the Trademark Manual
of Exam ning Procedure are very clear: the intent-to-use
appl i cant nust make use of the mark on all of the goods
listed in the Notice of Allowance for which applicant
seeks registration, and if an applicant has not used the
mark on all of the listed goods, it may either request to
di vi de out those goods fromthe application, or may state
that the mark has been used on all the goods except,
followed by a list of goods for which use has not been
made, and whi ch nmust be deleted fromthe application.

Applicant did not follow either of these procedures,
and instead attenpted to obtain sonmething to which she
was not entitled by taking the specious position that the
om ssion of the word “the” neant that the mark was not in
use on all the goods. Respondent cannot, by this
sophistry, make a false statenent true. W find it

particularly ironic, given her own argunent, that she

12
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woul d take unmbrage at petitioner’s reference to her
st at enment :
Based on its deliberate m squote, it
is as though petitioner is saying that
Ms. Garber declared that she was using
the mark in connection with all of the
goods listed in the Notice of
Al | owance and, sure enough, petitioner
stoops to that allegation..
Opposition to Petitioner’s Mdtion for Summary Judgnent,
page 9.

Al t hough in general fraud is extrenmely difficult to
establish, and findings of fraud on summary judgnent are
rare indeed, in this case it is hard to i magi ne nore
cl ear and convincing evidence of fraud than the
statenments made by respondent herself in her opposition
to the sunmary judgnent notion, statenments which are
fully supported by the record. |In her eagerness to avoid
the allegation that her Statenment of Use falsely clainmed
use with all goods listed in the Notice of All owance,
respondent readily admts that she willfully omtted the
article “the” in her verified Statenment of Use to obtain
the benefits of a use-based trademark registration
covering a wide range of clothing items when her actual
use was limted to a single item of clothing.

In summary, we find that there is no genuine issue

that respondent’s Statenment of Use falsely stated the

13
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goods on which respondent had used her mark in commerce;
that she knew when she nmade this statement that it was
false, and that this statenent was material, in that the
O fice would not have issued the registration for all the
goods listed in the Notice of A lowance had it known that
respondent had used her mark only on wonen's skirts.
Thus we find as a matter of |law that Registration No.
2,448,393 was fraudulently procured.

Respondent has st at ed in her Opposition to
Petitioner’s Mdtion for Sunmmary Judgnent, pages 9-10,
that “In all candor, it would not be the nost tragic
remedy if the registration were at this tinme restricted
to wonen’s wearing apparel, and M. Garber be accorded
her intent to expand her use of the mark to nen’s and
children’s wearing apparel in futuro.” Prelimnarily, we
note that respondent continues to seek a registration to
which she is not entitled. As has been discussed above,
while an intent-to-use application may specify goods
and/ or services with which an applicant intends to use
its mark in comerce, any registration which issues from
that application nust specify only those goods and/or
services with which applicant actually has used the mark
in conmerce. Even with the proposed restriction to the

registration, it would still include “wonen's clothing,

14
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namel y, dr esses, skirts, j ackets, pants, t-shirts,
sweatshirts, coats and sweaters”. However, as previously
not ed, respondent has used her mark in commerce only on
wonmen’ s skirts.

Even if respondent sought to restrict her
registration to wonen’s skirts, this would not cure the
fraud upon the O fice or avoid cancellation of the
registration on such ground. Medinol Ltd. v. Neuro Vasx,
Inc., _ USP@@d , Canc. No. 40,535 (TTAB May 13, 2003).
See al so General Car and Truck Leasing Systens, Inc. v.
CGeneral Rent-A-Car Inc., 17 USPQ2d 1398, 1401 (S.D. Fla.
1990), aff’'g CGeneral Rent-A-Car Inc. v. Ceneral
Leaseways, Inc., Canc. No. 14,870 (TTAB May 2, 1998).
Thus, in light of the finding of fraud, restriction of
the registration is not an appropriate renedy.

Accordi ngly, petitioner’s noti on for sunmary
judgment on the ground of fraud in the filing of the
Statenment of Use is granted, and judgnent is entered
agai nst respondent. Regi stration No. 2,448,393 wll be
cancelled in due course. In view of our decision herein
on the fraud claim we need not address the second ground
of petitioner’s nmotion which asserts that respondent has

failed to use her mark in comerce.
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